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REMARKS 

Claims 1 is tended to correct a typographical error. Claim 1 5 is amended to insert 
the term "wavelength swept," which appears ihroughout the application as original filed. 
Claim S l-6,9-12,andl5.1 8 remaininth e caseforconsideration. Applicants request 
reconsideration and allowance of the claims in light of the above amendments and followmg 
remarks. 

Applicants' Summary of Substance of Interview 
On January 20, 2004, a telephonic interview occurred between Examiner Armando 
Rodriguez, Examiner Paul 1 P , and applicants' attorney Todd Iverson. T*e applic™^ 
wasprepared to discuss the rejections of claims 1 and 15 as outlined m the fine* Office 
Action mailed on 10/^003, and in particular, the rejection of claims 1 and 15 under 
USC § 102 based on USPN 5,81 2,567 to Jeon et al. (hereafter, ' W). 

Applicants' attorney outlined the reasons why Jeon fails to anticipate claims 1 and 15, 

which are reproduced below in the remainder of this paper. 

• si m roiprtions however, the Examiners responded by 
Rather than discussing the §102 rejections, nowcvci, 

Mcatin^tclauns > .5 unclear and thus no. a—. Applicants' attorney 
pointed out *a« in the Final Office Action mailed on 10/15/2003 there were no 35 USC 1 
rejections, to fee,, upon further ex«niu«ion i, appears th« Examiner Rodriquez exphcttly 
stated that toe 35 USC §1 12 rejections were withdrawn base- upon ,he applicants' prevtous 

arguments and amendments. + . 

Nevertheless, the Examiners indicated that because FIGS. Uand Ibof the apphcauon 
as filed illustrate an optical path !S0 with three elements (gain medium 120, non-hnear 
medium 140, and wavelength tunable filter 130) that appear in a certain order, clauns 1 and 
ISmust recite that the three elements appear in that order. The Exammers indicated ^t 
amending claims 1 and 1 5 in this manner might result in allowance of claims I and 15. 

The applicants' attorney agreed to submit a proposed draft amendment for the 
Examiners' consideration. The telephonic interview was then concluded. 

Claim Rejections - 35 USC §112 
Upon further consideration of the Examiners' suggestions made during the telephone 
interview, the applicants' believe that the continued rejection of claims 1 and 15 based on 35 

USC §112 is improper. 

It is alleged that claim 1 is unclear because the recited optical path mcludes three 
elements that are not recited in the same order in which they appear in FIGS. 1 a and FIGS, 
lb. The applicants' strongly disagree. 

DoclcetNo. 5204-10 P*.Srf. Application No. 09/473.450 

PAGE 7/11 * RCVD AT 2/N2004 6:49:21 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/0 * DMS:8729306 ' CSID:5032744622 * DURATION (mm-ss):03-52 



FAX NO. 5032744622 



P. 



There is no rule that requires applicants to recite a claim so that it conforms exactly to 

the structure disclosed in a single embodiment of the invention (such as the embodiments 

showninFIG. laand lb). Claim 1 recites that the optical path includes three elements. 

Those elements are clearly illustrated in FIGS, la and lb, and they are also desenbed » the 

written specification. The clearness requirements of 35 USC §112 are fulfilled. No 

acMitional specificity taclatai lis required. 

Furthermore, claim 1 recto a laser comprise. **r <•»•>. * «*>">« hav " lg ra 
opticalpa.1, I, is ^ 1 lkno» TOtt tho M ofor«naryskmi n *eanrha.lna lM crre S on. K .r 

select*, modes of Ugh, oscillate back and for* along the optical pad, within the resonator. !n 
after words, during one round trip along .he optical pati, the Ugh, in the resonator wdl 
encounter every dement. Thus, the order in which elements inside the resonator are 
specifics!.* positioned b« absohnely no bearing on whether lasing will occur, tt ~, 
I appiicants are prepared to submit a declaration under 37 CFR §1.132 stating that such ., 

the case* . 

It is also alleged that the following element of Claim 15 is unclear: "prepanng wrthm 
a resonator a wavelength tunable filter and a non-linear medium with light inter*.* 
dependent refractive index." The element is allegedly unclear because the resonators shown 
in FIGS la and lb have at least three elements (a gain medium 120, a non-linear medmm 
140 and a tunable filter 130) on the optical path 15. The applicants strongly degree. 

' Not only is there no requirement that claim features must have exactly the same order 
as shown in a single embodiment of the; invention (e.g., FIGS, la and lb), there is no 
requirement that a claim must recite all the features shown in that embodiment either. Thus, 
Tme applicants wish to omit from the process of preparing within the laser resona^r a gain 
m ediu m (a feature that i. entirely conventual), the applicants may do so. Such an onusston 

does not render the claim unclear. 

Claim Rejections - 35 USC §102 
Claims 1,2, 4-6, 9-12. and 15-18 are rejected under the pre-American Inventors 
Protection Act of 1999 (AIP A) version of 35 USC 102(e) as being anticipated by Jeon. The 
applicants respectfully disagree. 

Claim 1 recites "a filter modulation signal generating me** for continuously varymg 
*. minimum loss cenKr waveiength range of said wavclengm tumble filter witit ^ 

U is apparent!, alleged that the Famday rotator disclosed by Jeon (HO. 3 element 52) 
is the claimed filter motivation signat generating means. To the eontiary, Icon teaches (and 
the Examiner has also stateo in the final Office Actionmailed 1O/.5/2003) that the Faraday 
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r„,«or 52 is for centring *e direction of portion of .he beam (HO. 3; column 2. hue 

means because it does not continuously vary the minimum loss center wavelength range of 
the wavelength tunable filter with time. 

cjequemly. Jeon does no, anticipate ciaim 1 because 1. f.i.s .0 .each the cla»«d 
invention in a* comple* de«il as disclosed by the Cairn (se. MPBr 2131) Clatms ,2-6 and 
In umerently conjure fea^sofclaun ,. Consequently, Jeon also fails to 
claims 2-6 and 9-12 a. least because i, does no. teach .11 the feature, inherent to Ore chums 

^C^Lmendedtorecitea^ 

general (emphasis added). This amendment is fully supported by the original app. canon 
!, e.g.. me »,le of the application. Claim .5 also reciKs continuously varymg the mmtmum 

loss center wavelength range of. he wavelength tunable Alter. 

The Examiner alleges ma. the following ttaching of Jeon discloses me above features 

of claim 15: "The acous.c-op.ic tumble finer U 1 no. otdy shifts to wavelengm o 

with the dettned spectrum bandwidm (column 3, lines 25-29; emphasis added) 

Strict., speaking, the above portion of Jeon on.y describes wha, effect the aeons*- 

opticftlterlllhas on the wavelengm of propagating light within the User cavity -« 

sm. tha, me minimum loss center wavelength range of the wavelength .unable filter 

continuously varies (emphasis added). 

F urmermore, it «i« be shown below ma, there are two toterp.ettt.ons of me words 

"continuously varied" and also.ha.me EKaminers interpret is inconsis«en. wfhme very 

nature of Jeon's invention. . ... laser 

The heart of thi S inconsistency lie, within the feet that a Wavelength-tunable laser 

Has.fanaamentallyditTerent output to*"™^^^^?^^ 
a wavelength-swept laser as one whose output wavelength continuously vanes with urne (see 
page 1, lines 13-14). The applicants teach wavelength-swept lasers are disUnct from 
wavelength-tunable lasers (see page 1. lines 21-22). The applicants teach that » some 
applications, wavelength-swept lasers are expected to take the place of conventual 
wavelength tunable lasers (see page I , lines 27-28). 

Those of ordinary skill in the art know that a waveleng* tunable laser 1S one in whach 
the laser output is "tuned" to a consistent and stable output wavelength, meaning an output 
that does not vary with time (emphasis added). 

« z\ Pane 7 of 9 Application No. 09/473,450 
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Jco.co^ntty.^^tW.inv.nOonUofthe'wavdeniU.-mnato laser 
variety See, ..g, W. title Tunable Mode-Locking Optical Ftber Laser); 

ZZ 1 . lines 60-62 O— . over . broad mugO; column 3, lines 20-2. ("User pu!se ,s 
length tunable"); column 4, lines 30-32 (■ Weng* tunable 
achieved by changing the waveleng* applied* the «M« tunable filter ), and 
column 4, line 35 ("a very stable pulse [is achieved]")- 

Consequently, to allege that Jeou teaches continuously varying the mmunum loss 
center —go, range of thewuvelengd, tunable finer * nmdamema,ly <— «"* 
W. stated purpose of achieving a wavelengm tunable laser output w,th a su^b e pulse. 

Tie applicants believe that when Jeon uses the ten. "continuously vaned h. » 
actually referring to the dual function of the -M» «- ! » *• ~£ ~ 
the waveleng*ofthe input Ugh, and passingonly light wi* a defined Unewtd* (see 
especially column 3, line, 1 1-13). "Continously varied" i. used to explam that the 
JUL wave with low power is conunuously shifted and filtered after every comple, 
;r,ri P inside the laser cavit, (column 3, lines 29-32, Thus, from this p.... of . - 
easily seen that "continuously varied" means Ore continuous shif,ing/n.<enng funcoon 
apphedto the light in the resonator by me acousto-optic filter Ul. 

ta summary, nowhercdoes Jeonteach tt* the minimum loss center wavelength range 
of the wave.ength tunable filter is continuously varying. Furthermore, Jeon does no, teach a 
wavelength swept laser as recited in amended claim 15. 

invention in as complex oeuil as disclosed by,he claim (see MPEP2131). Cl..ms 16-8 

♦ ♦ »il the features inherent to the claims (see MPEr 
16-18 at least because it does not teach all the features inner 

2131). 

Claim Rejections - 35 USC § 103 
Claim 3 is rejected under 35 USC 103(a) as being unpatentable over Jeon in view of 
USPN- 5,469,454 to Delfyett, Jr. (hereafter, "Delfyett"). The applicants reS ^ C *^^ 

Clai m 3inherenU y c 0 nt^thefea W resofclai I nl. 
obvious under 35 USC §103. If an independent claim is nonobvious under 35 USC § 103, 
then any claim depending therefrom is nonobvious (MPEP 2143.03). 

Conclusion 

For the foregoing reasons, reconsideration and allowance of claims 1-6, 9-12, and IS- 
,8 of the application as amended is solicited. The Examiner is encouraged to telephone the 
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undersigned at (503) 222-3613 if it appears 
the case. 



that an interview would be helpful in advancing 
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Respectfully submitted, 

MARGER JOHNSON Sc McCOLLOM, P.C. 



Todd J. Iverson 
Reg. No. 53,057 



MARGER JOHNSON & McCOLLOM, P.C. 
1030 SW Morrison Street 
Portland, OR 97205 
503-222^3613 



I hereby certify that this correspondence 
is being transmitted to the U.S. Patent and 
Trademark Office via facsimile number 
(703) 872-9306 on February 6, 2004. 
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